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Response to Arguments 

1. Applicant's arguments, see Pre-Appeal Conference Brief, 
filed 28 August 2009, with respect to the rejections of claims 1, 
3-7, 9-13, 15-20 and 22-29 under 35 U.S.C. § 103(a) have been 
fully considered and are persuasive. Therefore, the rejections 
have been withdrawn. However, upon further consideration, new 
grounds of rejection are made in view of newly discovered prior 
art references. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms 
the basis for all obviousness rejections set forth in this Office 
action : 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 
383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 
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4. Considering objective evidence present in the 

application indicating obviousness or nonobviousness . 

3. Claims 1, 3, 5-7, 9, 11-13, 15, 17-20, 22 and 24-29 are 

rejected under 35 U.S.C. 103(a) as being unpatentable over 

Ikenoue (US-5, 987, 127) in view of Numao (US-6, 055, 321) . 

Regarding claims 1, 7, 13, 19, 20, 26, 27 and 28: Ikenoue 

discloses an image forming apparatus (figure 1 of Ikenoue) 

equipped with an image processing apparatus (figure 1(100) of 

Ikenoue) that processes inputted first image data so as to output 

second image data, the image forming apparatus forming an image 

according to the second image data (column 5, lines 38-51 of 

Ikenoue) , the image processing apparatus comprising: a detecting 

unit that detects all pieces of additional information that are 

embedded in the first image data (column 10, lines 24-30 of 

Ikenoue) ; a storage unit that stores the detected pieces of 

additional information in association with location information 

thereof (figure 9; column 7, lines 38-44; and column 8, lines 38- 

43 of Ikenoue) ; an analyzing unit that analyzes the detected 

pieces of additional information and judges whether any of the 

detected pieces of additional information includes predetermined 

information that is updateable (figure 3; column 5, lines 50-64; 

and column 16, lines 1-10 of Ikenoue - number of copies is 

updatable, apparatus recognition code and source number are not 

updatable) ; and an embedding unit that updates, when a judgment 

result of the analyzing unit is affirmative, the predetermined 

information included in the piece of additional information 
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(column 16, lines 1-10 of Ikenoue) , and embeds the piece of 
additional information including the updated predetermined 
information into the first image data at a location where the 
piece of additional information is originally embedded, by 
referring to the stored location information (figures 2-3 and 
column 6, lines 33-47 of Ikenoue); wherein the first image data 
embedded with the updated predetermined information is outputted 
as the second image data (column 5, lines 22-25 of Ikenoue) . 

Ikenoue does not disclose expressly that the embedding unit 
(2) embeds, when the judgment result of the analyzing unit is 
negative, a new piece of additional information including updated 
information into the first image data at a location that does not 
overlap locations where the detected pieces of additional 
information are embedded, by referring to the stored location 
information, the updated information being equivalent to the 
predetermined information; and that the first image data embedded 
with the new pieces of additional information is outputted as the 
second image data. 

Numao discloses embedding, when the additional information 
is not updateable, a new piece of additional information 
including updated information into the first image data at a 
location that does not overlap locations where detected pieces of 
additional information are embedded, by referring to the stored 
location information, the updated information being equivalent to 
the predetermined information (figure 5 and column 8, line 56 to 
column 9, line 12 of Numao) . 
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Ikenoue and Numao are analogous art because they are from 
the same field of endeavor, namely watermarking of image data. 
At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to embed a new piece of 
additional information in a non- over lapping location when the 
additional information is not updateable, as taught by Numao. By 
combination, the first image data embedded with the new pieces of 
additional information is outputted as the second image data. 
The motivation for doing so would have been to reduce the noise 
in the additional information embedding locations, which would be 
increased if the new pieces of additional information were placed 
in overlapping locations. Therefore, it would have been obvious 
to combine Numao with Ikenoue to obtain the invention as 
specified in claims 1, 7, 13, 19, 20, 26, 27 and 28. 

Further regarding claim 1: The apparatus of claim 1 is fully 
embodied in the apparatus of claim 7. 

Further regarding claim 13 : The apparatus of claim 7 
performs the method recited in claim 13 . 

Further regarding claim 19: The apparatus of claim 7 
performs the method recited in claim 19. 

Further regarding claim 20: The apparatus of claim 7 
executes the steps of the computer program recited in claim 20. 

Further regarding claim 26: The apparatus of claim 26 is 
fully embodied in the apparatus of claim 1. 

Further regarding claim 27: The method of claim 27 is fully 
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embodied in the method of claim 13 . 

Further regarding claim 28: The computer- readable medium 
containing a program of claim 28 is embodied in the computer- 
readable medium containing a program of claim 20. 

Regarding claims 3, 9, 15 and 22: Ikenoue discloses that 
when the analyzing unit analyzes the detected pieces of 
additional information, the analyzing unit employs a 
predetermined embedding format used by the embedding unit 
(figures 3-5; and column 6, lines 50-58; and column 7, lines 51- 
58 of Ikenoue) . 

Regarding claims 5, 11, 17 and 24: Ikenoue discloses that, 
when the analyzing unit finds that any of the detected pieces of 
additional information is unanalyzable (column 13, lines 60-66 of 
Ikenoue) , the analyzing unit judges that the piece of additional 
information does not include the predetermined information 
(column 14, lines 4-8 of Ikenoue) . Blocks of additional data are 
analyzed to determine whether or not said blocks of additional 
data are invalid (column 13, lines 60-66 of Ikenoue) . If said 
block of additional data are invalid, but said invalidity is not 
due to forgery, said invalid blocks are deleted (column 14, lines 
4-8 of Ikenoue) . Thus, said invalid blocks clearly do not have 
said predetermined information. 

Regarding claims 6, 12, 18 and 25: Ikenoue discloses that 
the predetermined information includes information about a date 
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when the image data is processed (column 16, lines 21-22 and 
lines 33-34 of Ikenoue) . 

Regarding claim 29: Ikenoue discloses an image forming 
apparatus (figure 1 of Ikenoue) equipped with an image processing 
apparatus (figure 1(100) of Ikenoue) that processes inputted 
first image data so as to output second image data, the image 
forming apparatus forming an image according to the second image 
data (column 5, lines 38-51 of Ikenoue) , the image processing 
apparatus comprising: a detecting unit that detects all pieces of 
additional information that are embedded in the first image data 
(column 10, lines 24-30 of Ikenoue) ; a storage unit that stores 
the detected pieces of additional information, the storage unit 
also stores location information indicating the location of where 
the detected pieces of additional information are embedded within 
the image data (figure 9; column 7, lines 38-44; and column 8, 
lines 38-43 of Ikenoue) ; an analyzing unit that analyzes the 
detected pieces of additional information and judges whether any 
of the detected pieces of additional information includes 
predetermined information that is updateable (figure 3; column 5, 
lines 50-64; and column 16, lines 1-10 of Ikenoue - number of 
copies is updatable, apparatus recognition code and source number 
are not updatable) ; and an embedding unit that updates, when a 
judgment result of the analyzing unit is affirmative, the 
predetermined information included in the piece of additional 
information (column 16, lines 1-10 of Ikenoue), and embeds the 
piece of additional information including the updated 
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predetermined information into the first image data at a location 
where the piece of additional information is originally embedded, 
by referring to the stored location information (figures 2-3 and 
column 6, lines 33-47 of Ikenoue) . 

Ikenoue does not disclose expressly that the embedding unit 
(2) embeds, when the judgment result of the analyzing unit is 
negative, a new piece of additional information including updated 
information into the first image data at a location that does not 
overlap locations where the detected pieces of additional 
information are embedded, by referring to the stored location 
information, the updated information being equivalent to the 
predetermined information. 

Numao discloses embedding, when the additional information 
is not updateable, a new piece of additional information 
including updated information into the first image data at a 
location that does not overlap locations where detected pieces of 
additional information are embedded, by referring to the stored 
location information, the updated information being equivalent to 
the predetermined information (figure 5 and column 8, line 56 to 
column 9, line 12 of Numao) . 

Ikenoue and Numao are analogous art because they are from 
the same field of endeavor, namely watermarking of image data. 
At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to embed a new piece of 
additional information in a non- over lapping location when the 
additional information is not updateable, as taught by Numao. 
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The motivation for doing so would have been to reduce the noise 
in the additional information embedding locations, which would be 
increased if the new pieces of additional information were placed 
in overlapping locations. Therefore, it would have been obvious 
to combine Numao with Ikenoue to obtain the invention as 
specified in claim 29. 

4. Claims 4, 10, 16 and 23 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Ikenoue (US-5, 987, 127) in view of 
Numao (US-6,055,321) and Davis (US-3 , 760 , 159) . 

Regarding claims 4, 10, 16 and 23: Ikenoue discloses a 
warning unit (figure 13(20) of Ikenoue) that issues, when the 
additional data is determined to be secret (column 19, lines 60- 
65 of Ikenoue) and the proper confirmation data is not entered 
(column 20, lines 3-4 of Ikenoue), a warning to the effect that 
the copying of the document would be illegal (column 20, lines 5- 
9 of Ikenoue) . 

Ikenoue further discloses using the analyzing unit to find 
if any of the detected pieces of additional information are 
unanalyzable (column 13, lines 60-66 of Ikenoue). 

Ikenoue in view of Numao does not disclose expressly that 
said warning unit issues, when the analyzing unit finds that any 
of the detected pieces of additional data is unanalyzable, a 
warning to the effect that the piece of additional information is 
unanalyzable . 
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Davis discloses issuing a warning to the effect that a valid 
parity does not exist (column 6, lines 16-20 of Davis) in the 
digital input data (column 5, lines 64-68 of Davis) . 

Ikenoue in view of Numao is analogous art with respect to 
Davis because they are from similar problem solving areas, namely 
the verification of digital information. At the time of the 
invention, it would have been obvious to a person of ordinary 
skill in the art to display a warning if the digital data cannot 
be read properly, as taught by Davis, and is therefore 
unanalyzable, as taught by Ikenoue. The motivation for doing so 
would have been to give the operator a visual notification that 
an error has occurred (column 6, lines 19-20 of Davis) . 
Therefore, it would have been obvious to combine Davis with 
Ikenoue in view of Numao to obtain the invention as specified in 
claims 4, 10, 16 and 23. 

Conclusion 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James A. 
Thompson whose telephone number is (571)272-7441. The examiner 
can normally be reached on 8 : 30AM-5 : 00PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Edward L. Coles can be 
reached on 571-272-7402. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300 . 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) 
system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN 
USA OR CANADA) or 571-2 72-1000. 

/James A Thompson/ 
Primary Examiner 
Art Unit 2625 

17 December 2 00 9 



